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DETAILED ACTION 

1 . This action is responsive to Application filed 03/15/2004, benefit from foreign priority 
JAP 2003072627 and JAP 2003072628 both filed 03/17/2003. 

2. Claims 1-12 are currently pending in this application. Claims 1 and 7 are independent 
claims. 

Claim Rejections - 35 USC §102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States, 

3. Claims 1-2 and 7-8 rejected under 35 U.S.C. 102(b) as being anticipate by US 
20010016856A1 Published 08/23/2001 (hereinafter Tsuji). 

In regard to independent claim 1, a receiving terminal configured to acquire 
handwritten information that is handwritten on a document (see Tsuji at page 2 paragraphs 
[0037]-[0039] also see Fig. 1), discloses a pc, a display, and the coordinate-input device 1 that 
includes an input pen for handwriting characters into a form P of a predetermined format. 

FIG.1 
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a document receiving terminal configured to receive the handwritten information 
that is transmitted from the receiving terminal, (see Tsuji at page 2 paragraphs [0037]-[0040] 
also see Fig. 1), discloses a pc, a display, and the coordinate-input device 1 that includes an input 
pen for handwriting characters into a form of a predetermined format wherein the PC2 includes a 
character-recognition unit for recognizing characters written into the form P by the input pen 10 
on the basis of coordinates supplied from the coordinate-input device 1, and an electronic-form 
preparation unit for preparing an electronic form using the characters recognized by the 
character-recognition unit. These units are realized by a registered-character dictionary 2a, a 
character-recognition program 2b, a form- format database 2c, and an electronic-form preparation 
program 2d. 

and a format storage terminal configured to store a format of the document, (see 
Tsuji at page 2 paragraph [0042]), discloses and a format storage terminal configured to store a 
format of the document. 

wherein the receiving terminal includes: a format acquisition part which acquires 
the format of the document from the format storage terminal (see Tsuji at page 1 paragraph 
[0014] and at page 2 paragraph [0042]), discloses and a format storage terminal configured to 
store a format of the document, wherein the form-format database 2c stores form-format data for 
various types of form having a specific format). 

a handwritten information acquiring part which acquires the handwritten 
information that is handwritten on the document (see Tsuji at page 1 paragraph [0007] and at 
page 2 paragraph [0042]), discloses an input pen including a writing member for handwriting 
characters into a form having a predetermined format, and a transmitter provided in the vicinity 
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of a tip of the writing member for emitting a signal when making entries into the form by the 
input pen is started. 

and a handwritten information transmitting part which transmits the handwritten 
information to the document receiving terminal (see Tsuji at page 4 paragraph [0068] also see 
Fig. 6), discloses in FIG. 6 is a view explaining the operation of preparing an electronic form. In 
FIG. 6, P represents a form into which characters are written by the input pen 10, and P' 
represents an electronic form reflecting the entries into the form P and displayed on the display 3 
or print out by the printer 4. 

FIG.6 
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a printing part which prints the document based on the format acquired by the 
format acquisition part (see Tsuji at page 4 paragraph [0068] also see Fig. 6), discloses in FIG. 
6 is a view explaining the operation of preparing an electronic form. In FIG. 6, P represents a 
form into which characters are written by the input pen 10, and P' represents an electronic form 
reflecting the entries into the form P and displayed on the display 3 or print out by the printer 4. 
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In regard to independent claim 7, incorporate substantially similar subject matter as 
cited in claim 1 above, and is similarly rejected along the same rationale. 

In regard to dependent claim 2, wherein the printing part prints identifier 
information, by which the handwritten information acquiring part identifies the document 
with the document (see Tsuji at page 4 paragraph [0068] also see Fig. 6), discloses in FIG. 6 is 
a view explaining the operation of preparing an electronic form. In FIG. 6, P represents a form 
into which characters are written by the input pen 10, and P' represents an electronic form 
reflecting the entries into the form P and displayed on the display 3 or print out by the printer 4. 

In regard to dependent claim 8, wherein, in the step b), identifier information for 
identifying the document in the step c), is printed with the document (see Tsuji at page 4 
paragraph [0068] also see Fig. 6), discloses in FIG. 6 is a view explaining the operation of 
preparing an electronic form. In FIG. 6, P represents a form into which characters are written by 
the input pen 10, and P' represents an electronic form reflecting the entries into the form P and 
displayed on the display 3 or print out by the printer 4. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 3-6 and 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tsuji et al. US 20010016856A1 Published 08/23/2001 (hereinafter Tsuji), in view of Lerner et al 
US 20040172595A1 Division of 09/521,022 filed 03/07/2000 (hereinafter Lerner). 

In regard to dependent claim 3, wherein the receiving terminal further includes: a 
certifying part, which transmits and received necessary information for the certification to 
and from the certifying terminal, (see Tsuji at page 4 paragraph [0068] also see Fig. 6), 
discloses in FIG. 6 is a view explaining the operation of preparing an electronic form. In FIG. 6, 
P represents a form into which characters are written by the input pen 10 3 and P 1 represents an 
electronic form reflecting the entries into the form P and displayed on the display 3 or print out 
by the printer 4. 

an accounting process part which collects a service fee required based on printing of 
a publication document which is published based on an application made by the document; 
and a publication document information acquiring part which acquires information 
regarding the publication document from the document receiving terminal (see Tsuji at 
page 4 paragraphs [0068]-[0069] also see Fig. 6), discloses in FIG. 6 is a view explaining the 
operation of preparing an electronic form. In FIG. 6, P represents a form into which characters 
are written by the input pen 10, and P' represents an electronic form reflecting the entries into the 
form P and displayed on the display 3 or print out by the printer 4. Further Tsuji discloses the 
letter Z serving as an identification ED of the form P is printed beforehand at the upper left corner 
of the form P. When the letter Z in the form P is traced by the input pen 10, the main unit 20 can 
determine the coordinates of a series of points constituting a part of the locus of the letter Z. 
Next, n Mr. Kenzo", "Printer", "$4,000" are entered into boxes in the form P. The main unit 20 
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determines coordinates of a series of points constituting a part of each of these entered letters or 
characters. These determined coordinates are stored in the data storage unit 44 in pen-stroke 
blocks (i.e. using the broadest interpretation the Examiner reads the above as an obvious variant 
as claimed). 

Tsuji does not explicitly teach, a certifying terminal configured to certify a user who 
handwrites the handwritten information on the document, certifying part which transmits 
and received necessary information for the certification to and from the certifying 
terminal, however (see Lerner at page 1 paragraph [0006] page 3 paragraph [0043] also see Fig. 
3), discloses the invention relates to the integration of any annotation, including ink, highlighter, 
text-based notes and audio, directly into a Web-based document (WBD) displayed by a Web 
browser, wherein users may annotate blank WBD, effectively converting their Web browsers 
into online notebooks/scrapbooks that includes User password for access right. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified Tsuji's teaching, to include a means of certifying terminal 
configured to certify a user who handwrites the handwritten information on the document, 
certifying part which transmits and received necessary information for the certification to and 
from the certifying terminal of Lerner. One of ordinary skill in the art would have been 
motivated to modify this combination, because they are from the same field of endeavor of 
electronic document authoring, delivering, rendering, representing and executing using digital 
annotation (i.e. stylus, digital pen...), and provides user password for access right fro security 
purpose (see Lerner at page 3 paragraph [0043]). 
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In regard to dependent claim 4, wherein the printing part prints identifier 
information, by which the handwritten information acquiring part identifies the document 
with the document (see Tsuji at page 4 paragraph [0068] also see Fig. 6), discloses in FIG. 6 is 
a view explaining the operation of preparing an electronic form. In FIG. 6, P represents a form 
into which characters are written by the input pen 10, and P* represents an electronic form 
reflecting the entries into the form P and displayed on the display 3 or print out by the printer 4. 

In regard to dependent claim 5, wherein the format of the document is determined 
by the information regarding the certification acquired by the certifying part (see Tsuji at 
page 1 paragraph [0014] and at page 2 paragraph [0042]), discloses and a format storage terminal 
configured to store a format of the document, wherein the form-format database 2c stores form- 
format data for various types of form having a specific format; further (see Tsuji at page 1 
paragraph [0014] and at page 2 paragraph [0042]), discloses and a format storage terminal 
configured to store a format of the document, wherein the form-format database 2c stores form- 
format data for various types of form having a specific format). 

In regard to dependent claim 6, wherein the handwritten information that is edited 
is transmitted to the document receiving terminal with the information of the document in 
a case where the certification is confirmed by the certifying part, and information about 
the publication document is transmitted from the document receiving terminal to the 
publication document information acquiring part (see Tsuji at page 1 paragraph [0014] and at 
page 2 paragraph [0042]), discloses and a format storage terminal configured to store a format of 
the document, wherein the form-format database 2c stores form-format data for various types of 
form having a specific format; further (see Tsuji at page 2 paragraphs [0037]-[0039] also see Fig. 



Application/Control Number: 10/799,607 Page 9 

Art Unit: 2176 

1), discloses a pc, a display, and the coordinate-input device 1 that includes an input pen for 
handwriting characters into a form P of a predetermined format. 

FIG.1 




(see Tsuji at page 2 paragraphs [0037]-[0040] also see Fig. 1), discloses a pc, a display, 
and the coordinate-input device 1 that includes an input pen for handwriting characters into a 
form of a predetermined format wherein the PC2 includes a character-recognition unit for 
recognizing characters written into the form P by the input pen 10 on the basis of coordinates 
supplied from the coordinate-input device 1, and an electronic-form preparation unit for 
preparing an electronic form using the characters recognized by the character-recognition unit. 
These units are realized by a registered-character dictionary 2a, a character-recognition program 
2b, a form-format database 2c, and an electronic-form preparation program 2d. 

(see Tsuji at page 4 paragraph [0068] also see Fig. 6), discloses in FIG. 6 is a view 
explaining the operation of preparing an electronic form. In FIG. 6, P represents a form into 
which characters are written by the input pen 10, and P' represents an electronic form reflecting 
the entries into the form P and displayed on the display 3 or print out by the printer 4. 
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In regard to dependent claim 9, incorporate substantially similar subject matter as cited 
in claim 3 above, and is similarly rejected along the same rationale. 

In regard to dependent claim 10, incorporate substantially similar subject matter as 
cited in claims 4 and 7 above, and is similarly rejected along the same rationale. 

In regard to dependent claim 11, incorporate substantially similar subject matter as 
cited in claims 3 and 4 above, and is similarly rejected along the same rationale. 

In regard to dependent claim 12, incorporate substantially similar subject matter as 
cited in claims 3, 5 and 7 above, and is similarly rejected along the same rationale. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Saund et al 



US 200301421 12A1 



issued 



07/31/2003 



Lopresti et al US005703972A 



issued 



12/30/1997 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quoc A. Tran whose telephone number is (571) 272-4103. The 
examiner can normally be reached on Monday through Friday from 8 AM to 4:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Herndon R. Heather can be reached on (571) -272-4136. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Quoc A, Tran 
Patent Examiner 
Technology Center 2176 
June 23, 2006 
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